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Period for Reply «-<«™™«i«oun appears on me cover sheet with the correspondence address ■■ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION " umn ^ rKUM 

" ^^efl^^^^^^^^ 0 " 8 ° f 37 CFR 1 - 136(a) - ln no event - however - ma V a be timely filed 
alter 5>ix (6) MONTHS from the mailing date of this communication ' ' 

' NO ffi lor 25? SPeCifie r ^.T i$ '?f tha " thirty (30) days ' a rep| y witnin tne statutor y "**iium of thirty (30) days will be considered timely 
^rneKS^^ 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 C D 11 453 O G 213 
Disposition of Claims ' 

4) E3 Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5M Claim(s) MO is/are allowed. 

6) S Claim(s) 11 and 12 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) K The specification is objected to by the Examiner. 
10)H The drawing(s) filed on 1 3 February 2002 is/are: a)H accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0. 
a)ElAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Staae 
application from the International Bureau (PCT Rule 17.2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 
^5M Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachment(s) 



1) S Notice of References Cited (PTO-892) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) 
3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) £4 . 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: 
On page 5, line 24, change "small" to -smell - . 

Appropriate correction is requested. 

Claim Objections 

2. Claim 1 is objected to because of the following informalities: 
In line 2, change "small" to - smell -. 

Appropriate correction is requested. 

Claim Recitation Suggestions 

3. The Examiner believes that claims 5 and 7 are worded in such a way that may 
make the antecedent basis unclear. Examiner believes that the following recitation 
may be more clear, as it relates to claims 5: ". . .wherein the flavorant is in the form of an 
ethanol solution". This language finds support in the instant specification page 9, lines 
16-20. Similar wording could also be used for claim 7. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
E JCfS Ir ™ J* ^ dlfferenceS between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 

SSZ? !°„ a PerS ° t n h fr 9 ° rdinary ski " in the art t0 whicn said s^ject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 1 and 12 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over JP 09-028366 (Online Machine Translation). 
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JP 09-028366 discloses all that is recited in the claims (see Fig. 3). The above 
claims are product-by-process claims and, accordingly, the standards set forth in MPEP 
2113 will be followed. Even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself, i.e. 
differences in product characteristics, and not on its method of production. 

Further, In the event that any differences can be shown for the product of the 
product-by-process claims, as opposed to the product as taught by the reference, such 
differences would have been obvious to one of ordinary skill in the art as a routine 
modification of the product in the absence of a showing of unexpected results; see also 
In re Thorpe, 227 USPQ 964 (CAFC 1985). 

When the prior art discloses a product which reasonably appears to be either 
identical with or only slightly different than a product claimed in a product-by-process 
claim, a rejection based alternately on either section 102 or 103 is appropriate. As a 
practical matter, the Patent and Trademark Office is not equipped to manufacture 
products by the myriad of processes put before it and then obtain prior art products and 
make physical comparisons therewith. A lesser burden of proof is required to make out 
a case of prima facie obviousness for product-by-process claims because of their 
particular nature than when a product is claimed in the conventional fashion. In re 
Brown, 59 CPA 1063, 173 USPQ 685 (1972); In re Fessman, 180 USPQ 324 (CCPA 
1974). 

Allowable Subject Matter 

6. Claims 1 -1 0 are allowed. 
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7. The following is a statement of reasons for the indication of allowable subject 
matter: The closest prior art, namely the JP 09-028366 reference, discloses a method 
of adding a flavorant to tobacco paper comprising the step of applying, to the tobacco 
paper, a powdered flavorant which has been added to an ethylene-vinyl acetate 
copolymer. However, said art neither teaches nor suggests adding a flavorant, in the 
form of an ethanol or propylene glycol (i.e. liquid) solution, to an emulsion of an 
ethylene-vinyl acetate copolymer, having the claimed ethylene and ethanol/propylene 
glycol weight percentages. Therefore, claims 1 -1 0 are allowable over the prior art. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dionne A. Walls whose telephone number is (703) 305- 
0933. The examiner can normally be reached on Mon-Fri, 7AM - 4:30PM (Every other 
Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on (703) 308-1 1 64. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9310 for regular communications and (703) 872-931 1 for After Final 
communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)308- 



0661. 




Dionne A. Walls 
April 16, 2003 




